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Office Action Summary 



Application No. 
09/100.595 



Applicant(s) 



BIGUS, Joseph Phillip et at. 



Examiner 

Wilbert L. Starks, Jr. 



Group Art Unit 
2762 




X Responsive to communication(s) filed on Dec 7, 1999 
□ This action is FINAL. 



U Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

X Claim(s) 30- 32, 36-45, and 47-80 



is/are pending in the application. 



Of the above, claim(s) 

□ Claim(s) 



X Claim(s) 30-32, 36-45, and 47-80 

□ Ciaim(s) __ 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

U See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

_j The drawing(s) filed on is/are objected to by the Examiner. 

U The proposed drawing correction, filed on ^_ is Qpproved 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 



Qjisapproved. 



Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No, (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
^Certified copies not received: 



Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

X Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 



Claim Rejections - 35 USC § 101 

1 • 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

the invention as disclosed in claims 49-80 is directed to non-statutory subject matter. While the 
claims are in the technological arts, they are not limited to practical applications in the 
technological arts. 

Specifically, the claims are a series of steps to be performed on a computer, but they 
disclose idea s disclosed abstractly from any particular practical application. 

To Constitutionally interpret the word "process", the Supreme Court has held that: 

A process is a mode of treatment of certain materials to produce a given result. It is an act, or a series of acts, 
performed upon the subject matter to be transformed and reduced to a different state or thing. *** The process requires 
that certain things should be done with certain substances, and in a certain order, but the tools to be used in doing this 
may be of secondary consequence." (emphasis added) Diamond, Commissioner of Patents and Trademarks v. Diehr and 
Lutton, 209 USPQ 1, 6 (1981) quoting Cochrane v. Deener, 94 U.S. 780, 787-788 (1876). 

This Constitutional interpretation of the word "process" is a long-standing one that the 
Supreme Court requires to be applied in interpreting 35 USC 101. Diamond v. Diehr at 6. 
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no 



Consequently, the use of that interpretation is Constitutionally required when we interpret the 
Federal Circuit's standard that a"new and useful process" is one that produces a "useful, concrete, 
and tangible result", cf. State Street Bank & Trust Co. v. Signature Financial Group, Inc., 47 
USPQ2d 1596, 1600-1601 (Fed. Cir. 1998). 

Applicant discloses no "certain substances" in the sense that Applicant's claims disclose 
specific computer-readable medium, no manipulation of specific data representing physical 
objects or activities (pre-computer activity), nor do they disclose any specific independent 
physical acts being performed by the invention (post-computer activity). 

The claims merely manipulate abstract ideas in general without limitation to a practical 
application where "certain substances" are transformed or reduced. 

2. On this basis, claims 49-80 are rejected under 35 USC 101. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the .nvention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 
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4. Claims 30-32, 36-45, 47-60, 62-74, and 76-80 are rejected under 35 U.S.C. 1 02(e) as 
being anticipated by Atkins (U.S. Patent Number 5,875,437; Dated 02/23/99; Class 705; 
Subclass 40.) 

Claim 30 

5. Claim 30's "intelligent agent", and "autonomy" for the agent, are all anticipated by Atkins, 
col. 9, lin. 30-39; col. 29, lin. 34. 

Claims 31 and 32 

Claim 31's transmission type signal bearing media is anticipated by Atkins, col. 30, lin. 45-67. 
Claim 32's recordable signal bearing media is anticipated by Atkins, col. 30, lin. 45-67. 

Claim 36 

Claim 36's "evaluation module" is anticipated by Atkins, fig. 16, element 830. 

Claim 37, 56, and 66. 

Claim 37, 56, and 66's "reinforcement learning module coupled to the evaluation module - 
- it adaptively selects program modules based upon the performance of the plurality of program 
modules in handling the computer task" is anticipated by The "reinforcement learning" step is 
anticipated by Atkins, col 29, lin 22-23. Inherent in "genetic learning techniques"is the step of 
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evaluating the performances of each of the evolving programs and selecting those that perform the 
best. The selection of the fittest of the generations is a form of "reinforcement learning" in that 
what ever that particular program was doing that was right is rewarded and "reinforced" Mitchell, 
Melanie, An Introduction to Genetic Algorithms, The MIT Press, Cambridge, 
Massachusetts, 1996, pages 85-109. 

Claim 39 

Claim 39's "evaluation module steps:" 

"Retrieve information for a selected computer task;" is anticipated by Atkins, col 29, 
lin 22-23 because this step is inherent in the genetic algorithm art as shown in Mitchell, page 95. 

"determine a selected value for the selected computer task;" is anticipated by Atkins, 
col 29, lin 22-23 because this step is inherent in the genetic algorithm art as shown in Mitchell, 
page 96. 

"select as the selected program module one of the plurality of program modules which 
is matched with the selected value of the objective criteria;" is anticipated by Atkins, col 29, lin 
22-23 because this step is inherent in the genetic algorithm art as shown in Mitchell, page 91. 

Claim 40, 53, and 69. 
Claim 40, 53, and 69's "evaluation module is implemented in an agent manager" is 
anticipated by Atkins, col 29, lin 22-23 because this step is inherent in the genetic algorithm art as 



Application/Control Number: 08/925,186 
Art Unit: 2762 



Page 6 



shown in Mitchell, page 96. This step is also inherent in the genetic programming art. Koza, John 
R., page 77(step (2)(a)). 

Claim 41 and 70 

Claim 41 and 70's "evaluation module is implemented in an intelligent agent" is anticipated by 
Atkins, col 29, lin 22-23 because this step is inherent in the genetic algorithm art as shown in 
Mitchell, page 95 and Koza, John R., page 77(step (2)(a)). 

Claim 42, 50, and 71 
The following steps are inherent in the art: 

The intelligent agent "includes only" (comprises?/consists of?) the selected program 
module from the plurality of program modules; is anticipated by Atkins, col 29, lin 22-23 because 
this step is inherent in the genetic algorithm art as shown in Mitchell, page 91. It is also known as 
"selecting the best of the generation." This step is also inherent in the genetic programming art. 
Koza, John R., page 77(step (3)). 

The evaluation module therein constructs the intelligent agent using the selected program 
module is anticipated by Atkins, col 29, lin 22-23 because this step is inherent in the genetic 
algorithm art as shown in Mitchell, page 96. This step is also inherent in the genetic programming 
art. Koza, John R., page 77(step (3)). 
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Claim 43, 51, and 72 

The intelligent agent including each of the plurality of program modules; is anticipated by 
Atkins, col 29, lin 22-23 because this step is inherent in the genetic algorithm art as shown in 
Mitchell, pages 95-100. This step is also inherent in the genetic programming art. Koza, John R., 
page 77(step (3)). 

The evaluation module executes only the selected program module to handle the 
computer task is anticipated by Atkins, col 29, lin 22-23 because this step is inherent in the 
genetic algorithm art as shown in Mitchell, page 91 . This step is also inherent in the genetic 
programming art. Koza, John R., page 77(step (3)). 

Claim 44, 54, and 73 

The plurality of program modules are additive program modules; is a limitation that is 
inherent in the art. Koza, John R., page 343. The agents in that example are simulating ants and 
were asked to solve the problem of what to do if they found food that was so far away from the 
nest that the pheromone trail back to the food would decay before they returned. The agents 
solved the problem by using a "bucket brigade"-type strategy so that the pheromone trail stayed 
intact for each segment of the "bucket brigade." As in the claimed invention, these agents 
cooperated and are "additive program modules." This textbook example is inherent in the art. 
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The evaluation module selects a subset of the plurality of program modules to handle the 
computer task is anticipated by Atkins, col 29, lin 22-23 because this step is inherent in the 
genetic algorithm art as shown in Mitchell, page 91 and Koza, John R., page 343. 

Claim 45, 55, and 74 

The plurality of program modules are alternative program modules, and is anticipated by 
Atkins, col 29, lin 22-23 because this step is inherent in the genetic algorithm art as shown in 
Mitchell, pages 95-100 and Koza, John R., page 91. 

The evaluation module selects only one of the plurality of program modules to handle the 
computer task is anticipated by Atkins, col 29, lin 22-23 because this step is inherent in the 
genetic algorithm art as shown in Mitchell, page 91 . This step is also known as "selecting the best 
of the generation." This step is also inherent in the genetic programming art. Koza, John R., 
page 77(step (3)). 

Claim 47, 62, and 76 

The plurality of program modules includes a semi-autonomous program module, a fully 
autonomous program module, and a fully dependent program module is anticipated by Atkins, 
col 33, lin 1-1 1. The different levels of authorization show different levels of independence for 
the agents. 
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Claim 48, 63, 77, 79, and 80 
The objective criteria "includes" a risk that a dispatched agent is subjected to 
in negotiations is anticipated by Mitchell, page 105 (showing inherency) and Atkins, col 34, lin 
19-27 and col. 29, lin. 34-46. 

Claim 49, 64, and 78. 
Claim 49's, 64's, and 78's "intelligent agent", "autonomy" for the agent, and are all 
anticipated by Atkins, col. 9, lin. 30-39; col. 29, lin. 34. 

Claim 52 

The selecting step is performed by the intelligent agent" is anticipated by Atkins, col 29, 
lin 22-23 because this step is inherent in the genetic algorithm art as shown in Mitchell, page 91 . 
This step is also inherent in the genetic programming art. Koza, John R., page 77(step (3)). The 
disclosure in Koza is broad enough to include the implementation of the "selecting step" via the 
agent itself. In fact, in order to have a truly autonomous and mobile agent, one must include this 
step as a facility local to the agent so it can adapt to situations in real-time. The only alternative is 
the establishment of support sites the agent would have to go to every time it needed to perform 
the task. This is a truly unreasonable expense for such a simple task that in all common sense 
from the engineering standpoint should be performed locally with the agent. 



Application/Control Number: 08/925,186 
Art Unit: 2762 



Page 10 



Claim 57 

Obtaining performance information relating to the performance of the selected program 
module in handling the computer task; This step is Atkins, col 29, lin 22-23 because this step is 
inherent in the genetic algorithm art as shown in Mitchell, page 96 and Koza, John R., 
page 77(step (2)(a)). 

Supplying the performance information to the reinforcement learning algorithm. This step 
is Atkins, col 29, lin 22-23 because this step is inherent in the genetic algorithm art as shown in 
Mitchell, page 95, It is the creation of a "fitness measure." Kola, John R., page 77(step (2)(a)). 

Claim 59, 65, and 68. 

Matching each of the plurality of program modules with a value of the objective criteria; 
determining a selected value of the objective criteria; 

Selecting as the selected program module a program module matching the selected value 
of the objective criteria. This step is Atkins, col 29, lin 22-23 because this step is inherent in the 
genetic algorithm art as shown in Mitchell, page 91 . It is the creation of a "fitness measure." 
Kola, John R., page 77(step (2)(a)). 

Claim 60 

The selecting step further includes the step of retrieving information for a selected 
computer task; Atkins, col 29, lin 22-23 because this step is inherent in the genetic algorithm art 
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as shown in Mitchell, page 91*. It is the creation of a "fitness measure." Kola, John R., page 
77(step (2)(a)). 

The determining step determines the selected value of the objective criteria using the 
retrieved information. Atkins, col 29, lin 22-23 because this step is inherent in the genetic 
algorithm art as shown in Mitchell, page 91. It is the creation of a "fitness measure." Kola, John 
R.,page77(step(2)(a)). 

On these bases, Claims 30-32, 36-45, 47-60, 62-74, and 76-80 are rejected under 35 
U.S.C. 102(e) as being anticipated by Atkins (U.S. Patent Number 5,875,437; Dated 02/23/99; 
Class 705; Subclass 40.) Some of the claimed features of the invention are shown to be clearly 
inherent in the art by pointing out the state of the art in the textbook by Mitchell, Melanie, 
An Introduction to Genetic Algorithms, The MIT Press, Cambridge, Massachusetts, 1996, pages 
95-100. Since not all of the changes to the rejections in this action were prompted by 
amendments and were made to better clarify the state of the art at the time the claimed invention 
was made, this action is NON-FINAL. 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Wilbert L. Starks, Jr. whose telephone number is (703) 305-0027. 
Alternatively, inquiries may be directed to Supervising Patent Examiner Tariq Hafiz whose 
telephone number is (703) 305-9643. 




Tar;q R. Hafiz 
Supervisory Patent Examiner 
Technology Center 27G0 



Revision of Patent and Trademark Fees for Fiscal Year 2000 
In view of the American Inventors Protection Act of 1999, Public Law 106-113 



The following amendments to the fee amounts in 37 CFR 1.16, 1.20, and 
1.492 shown below will be effective on December 29, 1999 : 

Patent Fees: 



37 CFR 



Sec. 


Description 


Current Fee 


New Fee Amount 






Amount 


(Effective 12/29/99) 


1.16(a) 


Basic filing fee - Utility 


$760 


$690 


1.16(a) 


Basic filing fee - Utility (Small Entity) 


$380 


$345 


1.16(a) 


Basic filing fee - Utility (CPA) 


$760 


$690 


1.16(a) 


Basic filing fee - Utility (CPA) (Small Entity) 


$380 


$345 


1.16(h) 


Reissue filing fee 


$760 


$690 


1.16(h) 


Reissue filing fee (Small Entity) 


$380 


$345 


1.16(h) 


Reissue filing fee (CPA) 


$760 


$690 


1.16(h) 


Reissue filing fee (CPA) (Small Entity) 


$380 


$345 


1.20(e) 


Maintenance fee - due at 3.5 years 


$940 


$830 


1.20(e) 


Maintenance fee - due at 3.5 years (Small Entity) $470 


$415 


1.492(a)(2) 


ISA - U.S. 


$760 


$690 


1.492(a)(2) 


ISA - U.S. (Small Entity) 


$380 


$345 



The following amendments to the fee amounts in 37 CFR 1.17 and 2.6 shown 
below will be effective on January 10, 2000 : 



Patent Fees: 
37 CFR 

Sec. Description ' Current Fee New Fee Amount 

Amount (Effective 1/10/00) 
1 . 1 7(r) Filing a submission after final rejection (1.1 29(a)) $760 $690 
1.17(r) Filing a submission after final rejection (1.129(a)) $380 $345 
(Small Entity) 

1 . 1 7(s) Per additional invention to be examined (1.1 29(b)) $760 $690 
1.17(s) Per additional invention to be examined (1.129(b)) $380 $345 
(Small Entity) 

Trademark Fees: 



37 CFR 

Sec. Description Current Fee New Fee Amount 

Amount (Effective 1/10/00) 

2.6(aXl) Application for registration, per class $245 $325 

2.6(aX4) Extension for filing Statement of Use, per class $ 1 00 $ 1 50 

2.6(aX5) Application for renewal, per class $300 $400 

2.6(aX13) Filing section 15 affidavit, per class $100 $200 

2.6(aX16) Petition for cancellation, per class $200 $300 

2.6(aX 1 7) Notice of opposition, per class $200 $300 

Patent and trademark customers are responsible for paying the correct fee 
amounts. We advise our customers to refer to the official PTO Web site at 
www.uspto.gov or contact the PTO General Information Services Division at (703) 
308-4357 or (800) PTO-9199 for the most current fee amounts and information. 



UNITED STATE JEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONS) 
OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 



Dear Patent and Trademark Office Customer 

The Technical Support Staff of Technology Center 2700 has undertaken continuous 
quality improvement efforts to ensure that the accompanying correspondence meets high 
quality standards, and focuses on good customer service. It is important to us that you 
are satisfied with the services we provide. 

If the contents of the attached correspondence has any clerical omLsions, 
e.g, missing references or pages, illegible text, or errors, please contact Vedene Green or 
Eadine Green, as soon as possible. We will take the appropriate action to expedite the 
necessary corrections. 




Supervisory Legal Instruments Examiner Supervisory Legal Instruments Examiner 

Phone Number (703) 305^376 Phone Number (703) 305^901 

Fax No. (703) 308-9051 or (703) 308-9052 

Attention: Policy on Returning Phone Calls 

A PTO-wide customer service standard is if a PTO employee being called is not available, 
they will return your call by the next business day, or, if you request, an alternate point of 
contact will be provided Technology Center 2700 is committed to meeting this service 
standard If you have called any employee in our Technology Center and have not 
received a return phone call within one (1) business day or have not been provided 
another point of contact, please contact the Technology Center at 

703-306-5631. We ensure that you will receive a return phone call, from an employee with 
the ability to assist you, within four (4) business hours of this contact We appreciate your 
help in assisting us to help you. 



The employees of Technology Center 2700 



